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Opi ni on by Hairston, Adm nistrative Trademark Judge:

On January 6, 2000 NIIT Limted filed the above
intent-to-use applications to register eight conposite NIIT
mar ks for goods which were identified as “conputer

software” in class 9.1

! These applications also include services in classes 41 and 42.
However, the issue on appeal relates solely to the goods in class
9
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The Trademark Examining Attorney, in her first office
action in each of the applications, advised applicant that
the identification of goods was unacceptabl e because it was
indefinite and required applicant to specify the function
of its conputer software. In its response, applicant
stated that it intended to use the marks in connection with
a variety of goods, and thus, the identification of goods
shoul d be accepted “as is.” The Exam ning Attorney was not
persuaded and issued a final office action in each
application requiring applicant to anend the identification
of goods and refusing to register the mark in the absence
of conpliance with the requirenent. Again, the Exam ning
Attorney pointed out that applicant nust indicate the
function of its conputer prograrns.

Applicant filed a notice of appeal and a request for
reconsideration in each application. By way of the request
for reconsideration, applicant anmended the
identification of goods in the applications to read as
fol | ows:

Conmputer software for use in conjunction with

conducting cl asses, sem nars, and conferences

and workshops in the field of conputer hardware

and software usage and i nformati on technol ogy;

conputer software for use in conjunction with

conput er consulting services, conputer software

consulting services, conputer software witing

servi ces, technical consultation for others in
the field of conputer aided engineering and
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engi neering drawi ngs, the design of conputer

software and conputer hardware for others and

conput er programm ng for others.
The Exam ning Attorney deni ed each request for
reconsi deration. Both applicant and the Exam ni ng Attorney
filed briefs, but no oral hearing was requested. The eight
cases have been consolidated and this single opinion is
bei ng i ssued for the cases.

The sol e issue on appeal is whether the identification

of goods, as anended, is acceptable. The Exam ning

Attorney, referencing Trademark Manual of Exam ning

Procedure Section 1402.02(d), contends that conputer
prograns nust be identified with specificity so as to avoid
t he i ssuance of unnecessary refusals of registration under
Section 2(d) of the Trademark Act. Wth the rapid growth
in conputer prograns and the increasing degree of
speci al i zation, the Exam ning Attorney argues that it is
especially inportant that broad descriptions of conputer
prograns not be permtted, unless the particular function
of the programis also indicated. As to applicant’s
amended identification of goods, in particular, the
Exam ni ng Attorney argues that the | anguage “for use in
conjunction with” in the identification does not

sufficiently specify the function of applicant’s conputer
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prograns and woul d hi nder Exam ni ng Attorneys in making
appropriate refusals under Section 2(d).

Applicant, on the other hand, argues that its anended
identification of goods conplies with the requirenent set
forth in the Examning Attorney’s final office action.

Trademar k Manual of Exam ning Procedure Section
1402.03(d) is titled “ldentifying Conputer Prograns with
Specificity” and states, in relevant part, that:

Any identification of goods for conputer
progranms must be sufficiently specific to
permt determ nations with respect to

i kelihood of confusion. The purpose of
requiring specificity in identifying conputer
prograns is to avoid the issuance of
unnecessary refusals of registration under

15 U. S.C. 81052(d) where the actual goods

of the parties are not related and there is
no conflict in the marketplace. (citation
omtted). Due to the proliferation of
conput er prograns over recent years and the
degree of specialization that these prograns
have, broad specifications such as “conputer
prograns in the field of nedicine” or
“conputer prograns in the field of education”
shoul d not be accepted unless the particul ar
function of the programin that field is

i ndi cated. For exanple, “conputer programns
for use in cancer diagnosis” or conputer
prograns for use in teaching children to
read” woul d be accept abl e.

In this case, we agree with the Exam ning Attorney
that the amended identification of goods is not
sufficiently definite. 1In the absence of |anguage

speci fying the function of applicant’s conputer prograns,
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it is all but inpossible to discern their nature. For
exanpl e, as noted by the Exam ning Attorney, the |anguage
“Conputer software for use in conjunction with classes,
sem nars, and conferences and workshops in the field of
conput er hardware and software usage and i nformation
technol ogy” is broad enough to enconpass conputer prograns
in the nature of a spreadsheet for recordi ng grade point
averages to conputer software containing course, testing
and evaluation materials. Simlarly, the |anguage
“Conputer software for use in conjunction with conputer
consul ting services, conputer software consulting services,
conput er software witing services, technical consultation
for others in the field of conputer aided engineering and
engi neering drawi ng, the design of conputer software and
conput er hardware for others and conputer progranm ng for
ot hers” is broad enough to enconpass conputer software for
word processing to conputer software for use in creating
ot her conputer software. Thus, it would be difficult for
Exam ning Attorneys to nmake proper refusals under Section
2(d) on the basis of the |anguage in applicant’s anended
identification of goods.

In view of the foregoing, we find that applicant’s

anended identification of goods is unacceptabl e.
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Deci sion: The requirenent to anend the identification
of goods and the refusal to register in the absence of an

accept abl e anendnent is affirnmed in each application.



